- 2003-IP-OI1261U1P 2 Mm|r 




IN TH1 UNIT ID STATES PATS NT AND TRADEMARK OFFICB 

In re application of: Keith A. Frost, et al. 

Group No. 367 2 
Application No.: 10 / 785,300 Examiner unknown 
Filed: 2/24/2004 

For 0RTH0ESTER COMPOSITIONS AND METHODS FOR REDUCING THE VISCOSITY 

OF VISCOSIFIED TREATMENT FLUIDS 
Commissioner for Patents 
P.O. Box 1400 
Alexandria, VA 22313-1450 

STATEMENT FOR INFORMATION DISCLOSURE UNDER 
37 CM. 9 1.97(e) 

NOTE: A statement must state either yi) that each item of information contained In the Information disclosure 
statemeiit waa cited In a communication from e foreign patent office in a counterpart foreign application 
not more than three montha prior to the fWng of the inform a tion disclosure statement, or (2) that no 
hern of information contained In the In f or ma tio n disclosure statement waa cited in e communication 
from a foreign patent office in a counterpart foreign application and to the knowledge of the person 
signing the statement after mating reaaoriabletnquin/, no item of 

dbdosure statement was known to any IndMduai designated in § 1.56(c) more than three montha prior 
to the filing of the information disclosure statement 9 37 C.F.R. § 1.97(e). 



LMer the first statement under § 1.97(e), it does not matter whether any indMdual with a duty of 
disclosure actuafy knew about any of the ^ The date 

on the communication by the foreign patent office begins the 3-month period in the same manner a* 
the malQng of an Office action starts a 3-month shortened statutory period for reply. See § 6098(51 
M.P.E.P.. 8th Edition. 



certification undo* 97 ojji h 14(a) ana 1.10* 

(When using Express MaB, the Express MaU label number Is mandatory; 
Express MaU cer tif ica t ion is optional J 

I hereby certify that, on the date shown below, this corre sp ondence is being: 

MAIUNQ 

0^ deposited wfth the United States Postal Service In an envelope addressed to Commissioner for Patents, P.O. 
Box 1450, Alexandria, VA 22313-1460 

37 CJUL f 1 JM 37 CF.R. f 1.10 # 

0 with sufficient postage as first class mail. □ as "Express Mail Post Office to Addressee" 

Mailing Label No (mandatory) 

TRAM8MB8ION 




(type or print name of person certifying) 



• Only the date of ffting (§ 1.6) w& be the date used in a patent term adjustment calculation, although the date 
on any certificate of mailing or transmission under § 1.8 continues to be taken into account In determining 
timeliness. See § 1.703(f). Consider 'Express MaB Post Office to Addressee' (§ 1. 10) or facsimile transmission 
(§ 1.6(d)) for the reply to be accorded the earnest possible ftffng date for patent term adjustment calculations. 
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note: 



NOTE- 



NOTE: 



NOTE: 



NOTE: 



NOTE: 



"Section 1.97(e) makes H deer that a certification 
la that each item of information in an information disclosure a tatemertt was dted in a seerch report from 
a patent office outside tha LLS. not mora than three months prior to the filing data of the statement 
LMar this certification, it wouki not matter whether eny Indhfkfuel withe duty actueMy knew about any 
of the hformatkn cited bofomre^ 

that no item of information contained in the information disclosure statement wee cited In e 
communication from a forafQjn patent office In a counterpart foreign eppiication and, to the knowledge 
ol the pereonslgnirw the certific ati on ato 

s outy to otadose more than three months prior to the fiSng of the stat eme nt 9 Notice of January 9, 
1992, 1135 0.0. 13-25, et 13. (emphasis added). Thus: If an item of information is submitted within 
three months of being cited in a communication fmm a toreign p 

application, the certification can be properly made regerdfesa of any individual's previous knowledge 
of the information.' id.. 1135 O.G. at 19. See § 6098(5), M.P.EP., 8th Eoftion 

The date on the communication by the foreign patent office begins the 3-month period the seme 
m»rm as tim malting of m Office /f ^ 

communication contatna two dates, the mailing date of the communication ia the one which begina 
the 3-month period. The date which begins the 3-month period la not the oto the oonrnaleationwm 
received by a foreign associate or the date it was received by a U.S. regiatered practitioner. Likewise, 
the statement wW be considered to have been filed on the date the statement wm 
or on an eerier date of mailing or transmission if eccompar^ by a properly executed 
mailing or facsimile transmission under 37 CFR 1.8, or if It is in compliance with the proviaiona for 
'Express MaT delivery under 37 C.F.* 1.10.' See § 6098®, M.P.E.P., 8th Eoftion 
^certification can be based on present 

without a search of files being maoe. m Thus, for exarnplo, the certification of § 1.97(e) doee not preclude 
the use of the certification in an application by corporations whose practitioners neve over the years 
nvto^thousanoa of patents and tacrine 

of anyone thereof to the application. Notice of January 9, 1992, 1135 O.a 13-15, at 19. 
See § 609B(5), M.P.EP., 8th Edtiotv 

"If an information disclosure statement includes a copy of a dated communication from a foreign 
patent office which dearly shows that the sta tement is being submitted within 3 months of the date 
onthecornmunication, the copy will be accepted as the required ccnimur^ 
m the absence of evidence to the contrary, that the communication was for a counterpart foreign 

application. 

"In the alternative, a statement can be made if no item of information contained in the Information 
disclosure statement was cited in a comm unica tion from a foreign patent o ffice in a counterpart foreign 
application and, to the knowledge of the person signir^ the statement after m 
neither waa it known to any individual having a duty to disclose more than 3 months prior to the filing 
of the statement * 

*992 °(11380 C^^r^oT rePOft ^ SUbmmd With ** coffcatt"- Notice of April 20, 

Thephrase 'after making reasonable inquiry' makes it dear that the individual making the statement 
has a duty to make reasonable inquiry regarding the facts that are being certified. The statement can 
be made by a registered practitioner who representee foreign dierrt and who refa 
by the foreign dlent as to the date the Informs tion first become known. A regiatered practitioner who 
receives information from a dierrt without being informed whether fa 

than three months, however, cannot make the statement without making reasonable inquiry. For 
example, if an inventor gave a publication to the attorney prosecuting en application with the Intent 
that it be cited to the Office, the attorney shouid inquire aa to when that inventor became aware of 
the publication and should not submit a statement under 37 C.F.R. 1.97(e)(2) to the Office until a 
satisfactory response is received. The statement can be based on present, good faith knowledge about 
when information became known 1992(1138 
O.a 37-41, 39). 'w("*o 

See § 609B(5), M.P.EP, 8th Edition. 

"Although it is recognized that an individual actually becomes aware of the information in the 
communication from a foreign patent office sometime after it was mailed, the maSing date of such a 
communication, if it occurs prior to s first awareness of the same information, would determine the date 
for fi^ of an information disdosumstatem 1 o 7/il , 

Notice of January 9, 1992. 1135 O.a 13-25, at 19 (emphasis added). 
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The mere absence o/en Ami of infutmatlun front a foreign patent office communication is not intended 
to represent an opportunity to delay the submission of a Item known more than three month* prior to 
the ftSng of an information dtodoaure statement to an individual having the duty of d is clo s ure under 
§ 1.56. 62 Fed. Reg. 53,131, 53,150 (Oct 10, 1997% 

The IDS la considered feed as of the date it la received in the PTO, or on en earlier date of mailing 
or transmission If done so with a property executed certificate of maMing or facsimile transmission under 
37 C.F.R. § 1.3, or if it is in compBanoe with the provisions for 'Express MaT delivery under 37 Cf.R. 
§ 1.10. See | 609B<5), M.P£.P., 8th Edhhn 

The certification under $ 1.97(a) should be made by a person who has knowledge of the facts being 
certified. The certification can be made by a practitioner who represents a foreign diertt and who reffee 
on sta&imitarrmdo by the foreign diorrt 

who receives Inf or ma tion from a cBent without being Informed whether the in for mat ion was known for 
more man xnree mornna, nowever, cannot mane tne cervncavon wnnout nvmtng reesonaoie inquiry. 
Notice of January 9, 1992, 1135 0.0. 13-25 at 19. 

"The term counterpart foreign patent application means tfwf a claim for priority has been made in eittiet 
the US. appli cat ion or a foreign application based on the other, or that the disclosures of the U.S. and 
foreign patent appBcati o na are substa n ti v ely identical g., an appB c at l on filed in the European Patent 
Office daMngm same U.K. priority* 1992(1136 
aa 37-41, 39). See § 6098(5), hA.P£J>., 6th Edition 

"individuals other than the attorney, agent or Inventor may comply with this section by disclosing 
information to the attorney, agent or Inventor. 9 37 C.F.R. § 1.56(d) and 

'IncSviduals associated with the fihng or prosecution of a patent application within the meaning of this 
section are: 

(1) each Inventor named In the application: 

(2) each attorney or agent who prepares or prosecutes the application; and 

(3) every other person who is substantively involved in the preparation or prosecution of the 
application and who la associated with the inventor, with the assignee or with anyone to whom there 
is an obligation to assign the application.' 37 C.F.R. § 156(c). 

IDENTIFICATION OF INFORMATION DISCLOSURE STATEMENT 
FOR WHICH THIS STATEMENT IS BEING MADE 

1. This statement Is being made for the Information Disclosure Statement 
QJ accompanying this statement. 
□ filed (date) 

STATEMENT 

NOTE: A statement under 37 C.F.R. § 1.97(e) need not be In the form of an oath or a declaration under 37 
C.F.R. § 1.66. A statement under 37 C.F.R. $ 1.97(e) by a registered pract itio ner or any other individual 
that the st a tement was filed within the 3-month period of either the first citation by a foreign patent 
office or first discovery of the information will be accepted as dispositive of compliance with this provision 
in the absence of evidence to the contrary. § 6098(5), M.P.E.P., 8th Edition. 



NOTE: 



NOTE: 



NOTE 



0 NOTB 



NOTE: 
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2. I, the person(s) signing below state: 

Sf that each item of Information contained in the information disclosure statement 
was first cited in any communication from a foreign patent office in a counterpart 
foreign application not more than three months prior to the filing of the 
information disclosure statement 37 C.F.R. § 1.97(e)(1)* 

NOTE: The thro* month period starts from the mailing date of the foreign patent office communication. Notice 
of January 9, 1992, 1135 O.G. 73-25 at 19. The mailing date ia the "date on the com m unic at ion by 
the foreign patent office.' Notice of April 20, 1992 (1138 O.Q. 37-41, 39). 

OR 

□ that no item of information contained in the information disclosure statement 
was cited in a communication from a foreign patent office in a counterpart foreign 
application and, to my knowledge, after making reasonable inquiry, no item of 
information contained in this information disclosure statement was known to any 
individual designated in § 1.56(c) more than three months prior to the filing of 
the information disclosure statement 37 C.F.R. § 1.97(e)(2). 

NOTE: Him time* which Information 

when the information waa discovered in association with the application even if awareneaa of the 
materallty came later.' Notice of April 20, 1992 (1138 O.GL 37-41. 40). Section 6098(5), M.P.EP., 8th 
taiuon. 

IDENTIFICATION OP PCRSON(S) MAKING THIS STATEMENT 

3. The person making this statement is 

(check each applicable Item) 
(a) □ the inventors) who signs below 



SIGNATURE OF INVENTOR 



(type name of inventor who ia signing) 

(b) □ a person who is substantively involved in the preparation or prosecution of the 
application, and who is associated with the inventor, with the assignee, or with 
anyone to whom there is an obligation to assign the application (37 C.F.R. 
§ 1.56(c)) and who signs below. 



SIGNATURE OF PERSON MAKING STATEMENT 


(type name of per, 


son who ia signing) 


Address of person 


i who is signing 
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(c) t/ the practitioner who signs below on the basis of the information: 

(check each applicable Item) 

□ supplied by the inventors). 

□ supplied by an individual designated in § 1.56(c). 
^ in the practitioner's file. 




Reg. No.: 28,626 

Tel. No. (580) 251-3125 

Customer No.: 



8K3MATURE oFpfMCTTTIONER 

Robert A:. . Kent 



(typo or print nanw of ptsctfflonot) 

PO Box 1431 



P.O. Address 

Duncan OK 



73536 0440 
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TRANSMITTAL OF INFORMATION DISCLOSURE STATEMENT 
BEFORE MAILING DATE OF EITHER A FINAL ACTION 
OR NOTICE OF ALLOWANCE 07 CFJL ft 147(c)) 



NOTB ^^ , ^R^_*^ , ^**f u * * coMmt by tfm 0M» *m* 



(9 *• •* **#» m § i.w 

NOTE! Gml aetlBm ar naUnm i* mlm-mm** mtttdtt T* IWTfrrtlTnrT OWf niWi in i Mm, 

Aae 1 c Aiaf jetton etnoSoiot ttetmnetnulS^^r^jmc m of 

_ _ _ „ t'Mmwar^faet ran fn» aa sr-4i. am. 



> M<» Bp w ** **** nunbtrbjmmn+t 
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37 ami 1 mm sra#jtfli.io 

XD «*« «ifetort pottage « (M etoae ml □ « -Biproao Mel Poet Office to 

I No.. 



□ frrolnoj UewUHoJ to tf» Petrt and TrwWrw*,r»»n- rmm ~ v 

» [ Tammy Kniaht 



(DfarptHnmnm a/ptnan e e re fr hd 



9 * to*f+ » b* m vnd m t *m m^ ^mt m My dm *rpm*Z mm m*. 



(Tmwnitut of tanradan Ohdoouo Stomnl betare MeAta Oeto of Sfter a FM Acflon Or Node* af 



MOTS 8 CPA 1 1.JO&S -Ai mm uumu n v a+m I 

•at cM li a oomwrMm test • taagn pafcrtf oflbt *i a i 

fill I Jttf, 




• «S> fl 

or not fts< 
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tom or nuNSMrrrAL or 



1. Ths Information cBsclosurt statamant trsnamtttsd htrvwtth it balng fltod a/tar ihrat 
months of tha IHno date of this nati o na l a p p B ct M on or thadata of snoy of tha rational 
stags at aat forth In f 1.481 In an Intamatlona] application or aftar tha mailing dot* 
of tha first Offlca action on tfw mama, whichever svartt occurred last but oefbra ths 
msffrig data of sMhan 

(1) a final action undar f 1.113 or 

C9 a notfoa of alowanca undar f 1411, 



2. Accompanying this transmittal is 

(chtck a/tftar A or B btiow) 
A. Q a statamant as spsdfisd In 37 Of A, f 1.37(a). 



L O tha faa sat forth In 37 Of A § 1.170 for submission of an formation 
dbdoaurs statamant undar f ($18000, 

(Tr—rrata of mfcnnaten Otostoajrs » aaii H bdba Mdtog 0** a* aha a And Actkx Or WBSas of 

tola 



fW PAYMENT 

(comph* tN$ flam. VappMcabb) 

X Appfcar* etoctathe option to paythefeaset forth in 37 CF.hX f 1.17(p) for submission 
of an information dtetoaurt statement under 1 1.97(0) $180.00). 

Fat duo $ 



□ Attached la a □chock □ money order In tha amount of $ 

O Authortiatlon la hereby mada to charge <ha amount e§ > 
09 to Depceft Account No. nw-nmn 

□ to Crectt card aa shown on tha attached crwft card Information authorization 
form PTO-203& 

MMMMOi Cm* card IMommthn ahouU not tm MUM on tf* torn m * my Jmcotw prtfe 

a Charge tote required by ttte paper or credit any overpayment m tha 

manner authortzad abova. 

A dupOcato of thia papar ia attached. 



htnoo or payment or ru 



4, 
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FOREIGN PATENT DOCUMENTS 
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COUNTRY 
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